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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S. C 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 1 22(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1-6,12-17,20,21,23,24,26,27,29-39,45-50,53,54,56,57,59,60, and 62-67 rejected 
under 35 U.S.C. 102(e) as being anticipated by Tsuei U.S. Patent 6,654,779. 

3. Regarding claims 1,33, and 36, Tsuei discloses a method of indirectly forwarding a 
communication from a sender to a recipient where an old address for the recipient is known or 
believed to be temporarily or permanently invalid, by sending the communication to a 
forwarding service at an address different from that of the recipient (Abstract), comprising, at the 
forwarding service (eg. figure 3, EAMS), the steps of: receiving the communication (Figure 4, 
EAMS receive message from send ISP 445), looking up at least the old address in a database 
(Figure 4, EAMS perform lookup 450); retrieving at least one second address from the database, 
which second address is associated with the old address (Figures 3 and 4, EAMS retrieve the 
new address based on old email address, 342, and 344); sending the communication to the 
second address (Figure 4, EAMS forward message to the new email address 470). 

4. Regarding claims 2 and 35, Tsuei discloses in which the old address is sent to the 
forwarding service as part of the forwarding address (Figure 4). 
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5. Regarding claims 3 and 37, Tsuei discloses the old address is a part of the 
communication, and further comprising the step, after step a, of extracting (inherently) the old 
address from the communication (Figure 4; col. 9, lines 59-64). 

6. Regarding claim 4, Tsuei discloses the old address for the recipient is selected from a 
group comprising: a telephone number, an e-mail address, a postal address, a uniform resource 
locator, an IP address, an IP address plus at least one time and/or date and/or duration, a file 
name, a file name plus a location, an instant messaging ID, a pager ID, a personal digital 
assistant ID, a cellphone ID, a cable terminal ID, a direct broadcast terminal ID, a telex number, 
a teletype number, and an online chat user ID (Figure 3, 340). 

7. Regarding claims 5 and 38, Tsuei discloses the second address (eg. new email address) is 
selected from a group comprising: a telephone number, an e-mail address, a postal address, a 
uniform resource locator, an IP address, a file name, a file name plus a location, an instant 
messaging ID, a pager ID, a personal digital assistant ID, a cellphone ID, a cable terminal ID, a 
direct broadcast terminal ID, a telex number, a teletype number, and an online chat user ID 
(Figure 3, 340). 

8. Regarding claims 6 and 39, Tsuei discloses the communication is selected from a group 
comprising telephone calls, electronic mail messages, postal mail, instant messaging 
communications, internet protocol communications, web pages, computer file transfer protocols, 
video transmissions, paging transmissions, personal digital assistant transmissions, cellphone 
transmissions, cable transmissions, direct broadcast transmissions, telex and teletype 
communications, and online chat transmissions (Figure 3, internet 130). 
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9. Regarding claims 12 and 45, Tsuei discloses there is more than one second address 
associated with the old address, and step d is performed for more than one of the second 
addresses associated with the old address (col. 7, last paragraph through col. 8, 1 st paragraph). 

1 0. Regarding claims 13 and 46, Tsuei discloses if there is a password in the database 
associated with the new address, prior to forwarding the communication requesting a password 
from the sender, receiving a password supplied by the sender, comparing the password supplied 
by the sender to the password in the database, and only performing the sending step d if the 
comparison is successful (col. 6, lines 55 through col. 7, 1 st paragraph). 

1 1 . Regarding claims 14 and 47, Tsuei discloses sending a communication to the sender with 
identifying material associated with the more than one second addresses retrieved in step c and 
requesting the sender to choose from among the more than one second addresses, accepting a 
choice from the sender selecting at least one of the more than one second addresses, sending the 
communication to the selected at least one of the more than one second addresses (col. 7, lines 
31-52). 

12. Regarding claims 1 5 and 48, Tsuei discloses the at least one second address was 
registered by the recipient (Figure 5). 

13. Regarding claims 16,17,49, and 50, Tsuei discloses the recipient periodically updates the 
at least one second address, and periodic updating is done automatically (col. 6, lines 30-44). 

14. Regarding claims 20 and 53, Tsuei discloses at least one second address was retrieved by 
the forwarding service from a source other than the recipient (Figure 4). 
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1 5. Regarding claims 21 and 54, Tsuei discloses the forwarding step (d) further comprises the 
step of including additional information in the communication (Figure 3; and col. 6, last 
paragraph through col. 7, 1 st paragraph). 

16. Regarding claims 23,24,55 and 57, Tsuei discloses the step of sending a confirming 
communication back to the sender, and the confirming communication comprises at least the 
second address to which the communication was forwarded (col. 7, lines 41-46). 

17. Regarding claims 26 and 59, Tsuei discloses the old address and at least one second 
address are addresses in the same medium of communications (Abstract). 

18. Regarding claims 27 and 60, Tsuei discloses in which the old address and at least one 
second address are addresses in different media of communications (Figure 3, 340). 

1 9. Regarding claims 29 and 62, Tsuei discloses if the seconde retrieved in step c is invalid, 
of using the second address as an old address, and repeating the method from step b (Figure 4, 
470 to 420 to 440). 

20. Regarding claims 30 and 63, Tsuei discloses the communication is sent to the forwarding 
service by a server to which the communication was sent by the sender (Figure 4). 

2 1 . Regarding claims 3 1 and 64, Tsuei discloses the server is associated with the sender, and 
the mail server automatically sends the communication to the forwarding service when the 
communication is returned as undeliverable (Figure 4, 440). 

22. Regarding claim 32 and 65, Tsuei discloses the server is a mail server associated with the 
old address associated with the recipient, and the mail server automatically sends the 
communication to the forwarding service when the mail server cannot deliver the communication 
to the old address (Figures 3 and 4). 
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23. Regarding claims 66 and 67, Tsuei discloses maintaining a database having a plurality of 
entries (Figure 3, 340), each entry representing a session during which the recipient was 
connected and storing at least the address dynamically assigned while the recipient was 
connected and the time during which the recipient was connected using that address, when a 
recipient connects, creating an entry in the database and linking the currently assigned address to 
an entry in the database for a previous connection (col 6, lines 30-44); accepting a forwarding 
request from a sender, comprising at least an address and a time representing a previous 
connection associated with the recipient (Figure 4, EAMS perform lookup 450);using the address 
and time finding the entry in the database which represents the previous connection (Figures 3 
and 4, EAMS retrieve the new address based on old email address, 342, and 344)- returning the 
currently assigned address for the recipient which was linked to the entry found, and connecting 
the communication to the recipient (Figure 4, EAMS forward message to the new email address 
470). 



Claim Rejections - 35 USC§ 103 

24. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are, 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

25. Claims 7-11,18-19,28,40-44,51-52, and 61 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tsuei in view of Fuisz U.S. Patent 6,643,688. 
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26. Regarding claims 7-11, and 40-44, Tsuei discloses retrieving at least one second address 
from the database, which second address is associated with the old address; however, Tsuei fails 
to teach the step of selecting one of the new addresses based on selection criteria such as a 
password supplied by the sender, a time of day, a priority ranking supplied by the recipient, and 
the second address returned is a second address having the highest priority, and a next-higher 
priority second address until a valid second address is found or all second addresses are returned. 

Fuisz reference discloses the step of selecting one of the new addresses based on 
selection criteria such as a password supplied by the sender, a time of day, a priority ranking 
supplied by the recipient, and the second address returned is a second address having the highest 
priority, and a next-higher priority second address until a valid second address is found or all 
second addresses are returned (col. 2, lines 8-12; col. 2, lines 51-61; col. 3, lines 1-31; and col. 4, 
lines 37-60). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention was made to incorporate Fuisz' s teaching into Tsuei' s method to forward an email 
message based upon the condition selection technique; as a result, it ensures that email will 
continue to find its way to the intended recipient. 

27. Regarding claims 18-19 and 51-52, Tsuei discloses the at least one second address was 
registered by the recipient; however, Tsuei fails to teach the recipient specifies at least one 
sender from whom the recipient does not wish to receive or not receive communications, and the 
sending step d of the method further comprises the step of not sending or sending 
communications to the at least one sender specified by the recipient. 
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Fuisz reference discloses the filtering technique which allow user's to create their own 
filter whether the user's want to receive or not receive message from a certain sender(s) (col. 8, 
lines 23-36), 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention was made to incorporate Fuisz' s teaching into Tsuei's method to apply the filtering 
technique Tsuei's invention to allow user with more flexibility to manage their email account. 

28. Regarding claims 28 and 61, Tsuei discloses retrieving at least one second address from 
the database, which second address is associated with the old address; however, Tsuei fails to 
teach counting the number of communications forwarded for a sender in a selected time period, 
and not forwarding communications if the sender sends more communications to be forwarded 
during the selected time period than a selected limit. 

Fuisz reference discloses counting the number of communications forwarded for a sender 
in a selected time period, and not forwarding communications if the sender sends more 
communications to be forwarded during the selected time period than a selected limit (col. 3, 1 st 
paragraph). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention was made to incorporate Fuisz' s teaching into Tsuei's method to count the number of 
forwarded e-mail so it can bills the user. 

29. Claims 22,25,55, and 58, rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tsuei. 

Tsuei discloses sending the communication to the second address further comprises the 
step of including additional information in the communication, and send the confirmation to the 
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sender; however, Tsuei fails to teach additional information is advertising, the confirming 
communication also comprises additional information at least in the form of advertising. 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention was made to provide additional information such as advertising attach to the message 
to attract sender attention to a product or business. 

Conclusion 

30. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

McCormick et al. U.S. Pat. No. 6,421,709 disclose e-mail filter and method thereof. 

Redmond U.S. Pat. No. 6,370,139 discloses system and method for providing 
information dispersal in a network computing environment. 

Mulligan et al. U.S. Pat. No. 5,937,161 disclose electronic message forwarding system. 

Nielsen U.S. Pat. No. 6,405,243 discloses method and system for updating email 
addresses. 

Reilly U.S. Pat. No. 6,427,164 discloses system and method for automatically forwarding 
electronic mail when the recipient is otherwise unknown. 

Waskiewics U.S. Pat. No. 5,822,526 discloses system and method for maintaining and 
administering email address names in a network. 

McDowell et al. U.S. Pat. No. 6,438,583 disclose system and method for re-routing of e- 
mail messages. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Phuoc H. Nguyen whose telephone number is 703-305-53 15. 
The examiner can normally be reached on Mon -Thu (7AM-4: 30PM) and off every other Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A Wiley can be reached on 703-308-5221 . The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free), 

Phuoc H. Nguyen 

Examiner 

Art Unit 2143 

September 16, 2004 
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